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DETAILED ACTION 
Claim Rejections - 35 USC §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 18-24, 28, 29, 44, 45, and 48-53 are rejected under 35 U.S.C. 112, 
second paragraph, as being indefinite for failing to particularly point out and distinctly 
claim the subject matter which applicant regards as the invention. 

With respect to the claims cited, it is not clear as to what the percentage amounts 
are in reference to: the product beverage or coffee prior to the addition or the milk 
component. 

Claims 48 is confusing in that it is not clear whether or not same is heat 
sterilized. It is not clear whether this is simply intended use and what is being claimed 
is the precursor product or beverage prior to sterilization and packaging. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless ~ 

b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

3. Claims 18-24, 28-30, and 33-36 are rejected under 35 USC 102(b) as being 
anticipated by Sasagawa et al. 

The claims stand rejected for the reasons set forth in the last Office Action and 
including the following. 
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The instant claims now call for the strongly basic substance to be either sodium 
hydroxide or the combination of sodium hydroxide and potassium hydroxide. It should 
be noted that Sasagawa et al further discloses the presence of sodium hydroxide in 
combination with the potassium hydroxide (e.g. col. 2, lines 13-26; col. 4, lines 16-18). 

4. Claims 30 and 36 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Chrysler et al. 

Chrysler et al discloses a coffee product containing a milk component that 
contains sodium hydroxide which had been used to treat the milk component wherein 
sodium bicarbonate is not present (e.g. col. 1, lines 1-3 and 42-53; col. 2, lines 4-23). 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in section 
102 of this title, if the differences between the subject matter sought to be patented and the prior art are such that the 
subject matter as a whole would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

6. Claim 36 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Sasagawa et al. 

The claims stand rejected for the reasons set forth in the last Office Action. 

7. Claims 38-53 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
JP 1 1 -91 90 taken together with Kawai et al. 

JP 11-9190 discloses a product containing an amino acid added coffee 
component with a cow milk component added therein and wherein the product has been 
heat sterilized (see Abstract). It should be further noted that JP 1 1-9190 discloses said 
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composition having a pH within the range claims (e.g. pH 6.9; see Example 1), the 
amount of milk called for (e.g. approximately 5% in Example 1), and the amount of 
amino acid called for (approximately 0.12%; see Example 1; 1.22 g out of a total of 
1000 g). It is expected that the amount of sodium bicarbonate added would be less 
than 0.14 % as it is such a low amount it is not included in the composition breakdown 
of the product in Example 1 of JP 11-9190. In addition, JP 11-9190 discloses 
packaging said milk in a hermetically sealed container (e.g. retort can), and it is 
expected that same would then be capable of marketing. 

The claims differ in that JP 1 1-9190 is silent regarding the use of a basic amino 
acid (lysine, arginine or histidine). However, it is known to employ arginine, a basic 
amino acid, in coffee preparations (which also contain a milk component) to improve the 
flavor of the coffee as taught, for example, by Kawai et al (e.g. Abstract; Examples). It 
would have been obvious to one having ordinary skill in the art at the time of the 
invention to have included arginine as the amino acid in JP 1 1-9190 for the flavor 
improvement recited in Kawai et al. 

It is expected that the addition the basic amino acid in the modified JP 1 1-9190 
product would reduce the amount of emulsifier and/or thickening agent required. In 
addition, JP 1 1-9190 discloses the use of an emulsifier in the composition which 
occupies well below 1 % of the product (0.3 g sucrose fatty acid ester in a 52 g coffee 
extract composition which further includes milk and other ingredients; see translation). 

Although Example 1 of JP 11-9190 discloses the use of approximately 12% milk, 
JP 1 1-9190 does not limit the milk to any particular amount. It would have been well 
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within the purview of one skilled in the art to determined such amount, and it would have 
been obvious to have arrived at such amount as a result effective variable depending 
on, for example, the degree of dairy flavor desired in the final product. 

JP 1 1-9190 further discloses said composition being lightly sweetened (e.g. 
0.06% cane sugar). 

8. Claims 33-35 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Chrysler et al. 

Chrysler et al is silent regarding the particular amount of basic substance, coffee 
solids, and milk component in the beverage as called for in the instant claims. 
However, such determination would have been well within the purview of one having 
ordinary skill in the art, and it would have been obvious to one having ordinary skill in 
the art at the time of the invention to have incorporated the particular coffee and milk 
components as a matter of preference depending on the particular flavor desired in the 
final product. As for the amount of basic substance, it would have been further obvious 
to have attained such amount through routine experimental optimization. 

9. Claims 18-24, 28-30, and 33-37 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Ohtake taken together with Sasagawa et al. 

Ohtake discloses a coffee product and processing of preparing same wherein a 
mixture of sodium hydroxide and potassium hydroxide is added to coffee to prevent 
formation of precipitates during subsequent heat sterilization (e.g. col. 1, lines 52-65; 
col. 2, lines 56-63). Ohtake additionally discloses that potassium hydroxide and sodium 
hydroxide are added in amounts as called for in the instant claims, sodium bicarbonate 
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(i.e. sodium hydrogen carbonate) is not present, and the product has a pH or 5.8 (e.g. 
combined hydroxides is 0.25 wt%, see Table 2). Ohtake et al does not employ 
emulsifiers and thickening agents as called for in the instant claims (see Examples). It 
is considered inherent that the milk employed in Ohtake is cow's milk, particular since 
no other milk is referred to and cow's milk is so common. 

Ohtake is silent regarding the addition of milk to the coffee product after addition 
of said mixture and prior to heat sterilizing. However, it is well known to add milk to a 
coffee treated with potassium salts which is then sterilized as taught, for example, by 
Sasagawa et al (e.g. col. 4, lines 48-59). It would have been obvious to one having 
ordinary skill in the art at the time of the invention to have included milk as a matter of 
preference depending on the particular taste desired in the final product and to have 
incorporated such step at the time called for in the instant claims for the reasons 
motivating such processing arrangement in Sasagawa et al. 

The claims further call for the amount of coffee and milk in the final product. 
However, such determination would have been well within the purview of one skilled in 
the art, and it would have been further obvious to have attained such amounts as a 
matter of preference depending on the particular flavor or mixture of flavors desired in 
the final product. 

10. Claims 48-53 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
JP 58-9652 taken together with Kawai et al. 

JP 58-9652 discloses a beverage containing milk, coffee, and amino acid and 
being inherently free of sodium bicarbonate (as same is not mentioned or can be 



Application/Control Number: 10/021 ,434 Page 7 

Art Unit: 1761 

attributed to being contained in any of the other ingredients). It is considered inherent 
that the milk employed in Kawai et al is cow's milk, particular since no other milk is 
referred to and cow's milk is so common. 

The claims differ in that JP 58-9652 is silent regarding the use of a basic amino 
acid (lysine, arginine or histidine). However, it is known to employ arginine, a basic 
amino acid, in coffee preparations (which also contain a milk component) to improve the 
flavor of the coffee as taught, for example, by Kawai et al (e.g. Abstract; Examples). It 
would have been obvious to one having ordinary skill in the art at the time of the 
invention to have included arginine as the amino acid in JP 58-9652 for the flavor 
improvement recited in Kawai et al. 

The claims further call for the amount of coffee, amino acids, and milk in the final 
product. However, such determination would have been well within the purview of one 
skilled in the art, and it would have been further obvious to have attained such amounts 
as a matter of preference depending on the particular flavor or mixture of flavors desired 
in the final product. 

JP 58-9652 is further silent regarding the particular amount of amino acid as 
called for in the instant claims. However, such determination would have been well 
within the art at the time of the invention, and it would have been further obvious to have 
attained such amount as a result effective variable depending on either the degree of 
result intended with the use of amino acids in JP 58-9652 or depending on the particular 
degree of flavor improvement desired in view of the teachings of Kawai et al. 

Response to Arguments 
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1 1 . Applicant's arguments filed 10/31/06 and 1 1/16/06 have been fully considered 
but they are not persuasive. 

Applicant argues that JP1 1-9190 is interested in introducing Maillard reaction 
products that do not affect the coffee taste and thus suggesting a conflict with 
combining the teachings of Kawai with same wherein it is taught that basic amino acids 
added to the coffee improves the coffee flavor. It should be noted that JP 1 1-9190 is 
interested in avoiding flavor degradation (e.g. Abstract) and that this is likely what is 
meant in the passages with respect to effecting the taste of same. Certainly, the. 
addition of basic amino acids in Kawai et al does not the beverage from having a coffee 
flavor and certainly does not degrade said flavor. Kawai et al teaches improving the 
flavor of the coffee wherein the beverage would still maintain a coffee taste. 

All other arguments have been addressed in view of the rejections as set forth 

above. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Anthony Weier whose telephone number is 571-272- 
1409. The examiner can normally be reached on Monday-Thursday. If attempts to 
reach the examiner by telephone are unsuccessful, the examiner's supervisor, Milton 
Cano can be reached on 571-272-1398. The fax phone number for the organization 
where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
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Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Anthony Weier 
Primary Examiner 
Art Unit 1761 



Anthony Weier 
January 31, 2007 




